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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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DETAILED ACTION 

The Examiner acknowledges cancellation of claims 13-16. 
Claim Objections 

1 . Claim 2 recites "the resin component a crosslinked polyester", which appears 
grammatically incorrect. Appropriate correction is required. 

2. Claims 3-4, 7-12 are objected to under 37 CFR 1 .75 as being a substantial duplicate of 
claims 3-4 and 7-12. 

Claims 3 and 4 appear to be the same as they are dependent upon claim 1 as claim 1 
contains the binder. 

Claims 7 and 8; 9 and 10; and 1 1 and 12 appear to be the same as they are dependent 
upon claim 1 as claim 1 contains the binder. 

3. When two claims in an application are duplicates or else are so close in content that they 
both cover the same thing, despite a slight difference in wording, it is proper after allowing one 
claim to object to the other as being a substantial duplicate of the allowed claim. See MPEP 

§ 706.03(k). 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1 and 7-12 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Claim 1 recites a binder layer that is printed (which means normally containing a color) 
however Claims 7-12 state the binder layer has transparency. It is not clear if the binder layer is 
colored or transparent. 

Further claim 1 recites a binder layer printed on the thermosoftening decorative print 
layer by use of a low/non-crosslinking printing ink. It is not clear which layer contains the 
low/non-crosslinking ink because the language "by use of it is unclear where the ink is located. 

Claim Rejections - 35 USC§103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claim 1-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
6,733,870 to Enlow et al. in view of JP 2001 164163 to Ito. 

Enlow teaches a paint film in this order: clear coat (61, FIG. 6 and associated text, col. 
28, lines 34-53), color coats (62, FIG. 6 and associated text and col. 35-36) of binders including 
polyurethane, acrylic, PMMA, and fluorpolymers and blends thereof printed using gravure 
printing (col. 8, lines 15-25, instant claims 5-6) (no use of a crosslinking agent) and resin 
injected molded on the binder (size coat of PVC or PMMA) col. 12, lines 15-36, col. 31, lines 
25-33 and col. 35, lines 30-col. 36, line 68 to form the finished laminate in automotive films 
(print films). Both coats 61 and 62 contain pigments and are thus considered ink. PMMA is 
inherently a transparent material and thus has transparency (claims 7-12). 
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Enlow does not teach a crosslinking printing ink layer or its composition (claims 1 and 

2). 

Ito teaches in this order: clear film (4), printing reflecting layer (3), black printing layer 
(2), where the ink for the printing layers is a crosslinked printing ink of polyurethane, polyester 
and acrylic resin with Isocyanate as the crosslinker (claim 2) to make the printing speed quick 
used as a mold ink in a paint film (0009-0018, 0014, 0021). 

It would have been obvious to one having ordinary skill in the art to have modified the 
insert molded paint film of Enlow to incorporate a crosslink printing ink layer of polyurethane 
and acrylic because Ito teaches the ink using crosslinking agent in adjacent layers to make the 
printing speed quick used as a mold ink in a paint film and to further add aesthetical metallic 
appearance (0009-0018, 0014, 0021 of Ito). 

That the binder is printed on the decorative print layer and that a resin is molded by 
injection are process limitations in a product claim. Product-by-process claims are not limited to 
the manipulations of the recited steps, only the structure implied by the steps. Patentability of an 
article depends on the article itself and not the method used to produce it (see MPEP 2113). 
Furthermore, the invention defined by a product-by-process invention is a product NOT a 
process. In re Bridgeford, 357 F. 2d 679. It is the patentability of the product claimed and NOT 
of the recited process steps which must be established. In re Brown, 459 F. 29 531. Both 
Applicant's and prior art reference's product are the same. 

To claims 3-4, because there is no crosslinking agent used in Enlow's color coats, it is 
considered to have a lower degree as than the crosslinking agent used in Ito. Further, changing 
the amount of crosslinking agent to effect printing rates is a result effective variable and as such 



Application/Control Number: 10/702,312 



PageS 



Art Unit: 1774 

is optimizable. It has been held that discovering an optimum value of a result effective variable 
involves only routine skill in the art. In re Boesch, 617 F.2d 272. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tamra L. Dicus whose telephone number is 571-272-1519. The 
examiner can normally be reached on Monday-Friday, 7:00-4:30 p.m., alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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